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DETAILED ACTION 

Response to Amendment 

1 . The remarks and amendment filed 9/26/2008 have been entered and fully 
considered. 

2. Claims 1-8 and 10-15 are presented. 

3. Claim 1 is amended. 

4. Claim 15 is new. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-5, 8 and 10-15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cushner et al., U.S. Patent No. 5,798,202 in view of Sasashita et al., 
U.S. Patent No. 5,916,732 and further in view of Asahi Glass Company. 

Cushner teaches a laser engravable printing plate comprising an elastomeric 
layer. The elastomeric layer comprises a thermosetting resin (col. 7, line 17). The 
elastomeric layer also comprises a monomer with an ethylenically unsaturated group 
(col. 6, lines 38-39). The composition comprises a styrene-butadiene copolymer resin 
as in claim 15 (col. 4, line 24). The elastomeric layer also comprises inorganic porous 
particles, such as silica (col. 5, line 10). Cushner does not teach specific silica particles 
nor characteristics of the silica particles, such as pore volume and pore diameter. 
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However, Asahi Glass Company teaches that spherical silica particles, such as 
SUNSPHERE H series particles, are well known and conventionally used as resin 
fillers. The SUNSPHERE H series particles have the following properties: specific 
surface area of 700-800m 2 /g, pore volume of 1 .0-2.0 ml/g, pore diameter of 5-30nm and 
an oil absorption capacity of 150-400ml/100g. It would have been obvious to one of 
ordinary skill in the art to use the SUNSPHERE particles in the composition of Cushner 
because Asahi Glass teaches that the particles are conventionally used as a resin filler. 
Although Asahi Glass teaches that the mean particle diameter of the silica particles is 3- 
12pm, Cushner teaches that features, such as tensile strength, abrasion and tear 
resistance, hardness and toughness, are enhanced with decreasing particle size (col. 5, 
lines 8-29). Therefore, the number average particle diameter is a result effective 
variable., "A particular parameter must first be recognized as a result-effective variable, 
i.e., a variable which achieves a recognized result, before the determination of the 
optimum or workable ranges of said variable might be characterized as routine 
experimentation. See also In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980)" 
(see MPEP 2144.05). Therefore, it would have been obvious to one of ordinary skill in 
the art to use the SUNSPHERE silica particles with an average particle diameter of 200- 
500A (0.02-0. 05pm) or even smaller to optimize the number average particle diameter 
and enhance the tensile strength, abrasion and tear resistance, hardness and 
toughness, are enhanced with decreasing particle size (col. 5, lines 8-29). Cushner also 
teaches that the elastomeric layer comprises a photoinitiator (col. 5, line 48). The 
elastomeric layer may also have a shore hardness of 32.3 (col. 15, example 1). 
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Cushner teaches applying the elastomeric material to a support (col. 13, lines 1-3). In 
column 14, lines 44-64 Cushner teaches a method of making the printing plate 
comprising mounting the elastomeric material on a drum and laser exposing wherein a 
relief pattern is formed. The elastomeric material may be exposed to laser light and 
heated (col. 13, lines 26-30). In column 5, lines 30-55, Cushner teaches photochemical 
reinforcement of the elastomer layer by using photohardening materials in the elastomer 
layer and exposing it with actinic radiation. Cushner does not teach resin (a) has a 
molecular weight of 5,000 to 300,000 with a softening temperature of 500°C or less nor 
that the composition has an organic methacrylate compound. 

However, Sasashita teaches a printing plate comprising a photo-polymerizing 
unsaturated compound having ethylenic double bonds in the molecule, a 
photopolymerization initiator and an elastomer resin, such as isoprene-butadiene (col. 
3, line 52). The isoprene-butadiene is a liquid resin with a molecular weight of 
40,000g/mol or more (col. 3, lines 35-60). Sasashita teaches dissolving the isoprene- 
butadiene rubber in a melt blend wherein the solvent is water and alcohol. Therefore, 
the isoprene-butadiene is a solvent-soluble resin (col. 8, lines 23-27). The ethylenically 
unsaturated compound comprises methacrylates (col. 6, lines 56-67). As exemplified in 
example 8, the components of the polymerizable composition are: 32pbw nitrile- 
butadiene and 2 pbw of glycidyl methacrylate. The combination of glycidyl methacrylate 
and the nitrile-butadiene resin represents a ratio of 70:100 based on 100pbw of the 
resin as in instant claim 15. Sasashita teaches dissolving the resin in ethanol/water at a 
temperature of 90°C (example 1). Dissolving the resin in ethanol/water at a temperature 
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of 90°C is representative of a resin with a softening temperature of less than 500°C 
wherein the resin is solvent-soluble. It would have been obvious to one of ordinary skill 
in the art that the isoprene-butadiene copolymer of Cushner would have a molecular 
weight of 10,000 to 100,000 because Sasashita teaches using isoprene-butadiene 
copolymers with conventional molecular weight of 40,000 or more in flexographic 
printing plates to satisfy water-developability and compatibility with the printing ink (col. 
3, lines 61-65). Further, it would have been obvious to one of ordinary skill in the art to 
use specific organic compounds, such as methacrylates in the printing plate of Cushner 
to improve ink compatibility and image reproducibility as taught by Sasashita (col. 7, 
lines 20-33). 

7. Claims 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cushner et al., U.S. Patent No. 5,798,202 in view of Sasashita et al., U.S. Patent No. 
5,91 6,732 in view of Asahi Glass Company in view of Watanabe et al., U.S. Patent 
Publication No. 2002/0045126 A1 and further in view of Mohr et al., U.S. Patent no. 
5,851,649. 

Cushner teaches a laser engravable printing plate comprising an elastomeric 
layer. The elastomeric layer comprises a thermosetting resin (col. 7, line 17). The 
elastomeric layer also comprises a monomer with an ethylenically unsaturated group 
(col. 6, lines 38-39). The elastomeric layer also comprises inorganic porous particles, 
such as silica (col. 5, line 10). Spherical silica particles such as SUNSPHERE H series 
particles, are conventionally used as resin fillers (see Asahi Glass Company website). 
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Cushner does not specifically teach polyhedral particles nor that the spherical particles 
have a sphericity of 0.5 to 1 .0. 

However, Watanabe teaches a photocurable composition comprising spherical 
silica particles. Watanabe also teaches that the photocured resin composition 
comprises an organic compound, photoinitiator and an ethylenically unsaturated 
polymer (page 10, [0124]). The spherical silica particles have a sphericity of 0.95 or 
more (page 5, [0056]). The spherical silica particles show excellent mechanical 
characteristics and heat resistance (page 5, [0052]). Therefore, it would have been 
obvious to one of ordinary skill in the art to use spherical silica particles having a 
sphericity of 0.95 or more in the composition of Cushner to improve heat resistance of 
the photocured composition. 

Further, Mohr teaches inorganic porous particles, such as polyhedral crystals 
with a pore size distribution of smallest (10%) to largest (90%) sphere in the polyhedral 
particle (D 10 /D 90 ) is no more than 3 (abstract). According to figure 3 in the Mohr 
reference, the pore diameter of the particle is approximately 5-1 Onm (0.005-0.01 0|um). It 
would have been obvious to one of ordinary skill in the art that the polyhedral particles 
having a D10/D90 ratio of 3 would be expected to have a D 3 /D 4 ratio of 1 to 3 because 
the values are based on pore volume distribution and diameter. 

Response to Arguments 
8. Applicant's arguments, filed 9/26/2008, with respect to the rejection(s) of claim(s) 
1-5, 8 and 10-14 under 103(a) and claims 5-7 under 103(a) have been fully considered 
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and are persuasive. Therefore, the rejections have been withdrawn. However, upon 
further consideration, new ground(s) of rejection are made herein. 

9. The declaration under 37 CFR 1.132 filed 10/17/2007 is not sufficient to 
overcome the rejection of claim 1 based upon the 103(a) rejection over Cushner in view 
of Sasashita. Examiner acknowledges amendment to the specification to show that the 
average particle diameter values in Table A are in micrometers instead of millimeters. 
Applicant uses SYLOSPHERE C-1504 as the porous particles on page 105 of the 
specification. The same particles are used for all of the examples in the specification. 
However, applicant has not claimed a specific type of inorganic porous particle. 
Applicant only claims inorganic particles with specific characteristics. Claim 1 recites, 
"(c) 1 to 100 parts by weight, relative to 100 parts by weight of said resin (a), of 
inorganic porous particles having an average pore diameter of from 1nm to 1,000nm, a 
pore volume of 0.1 ml/g to 1 0ml/g and a number average particle diameter of not more 
than 1 0um." Cushner in view of Asahi Glass meets the limitations of the inorganic 
porous particles as claimed. The SUNSPHERE particles in Asahi Glass are inorganic 
porous particles with the same characteristics as claimed. Applicant has added new 
claim 15 to further narrow the characteristics of the composition. However, the Asahi 
Glass reference also reads on the inorganic porous particles in new claim 15. 
Therefore, the declaration is not persuasive. 

10. In the declaration 1 .1 32, applicant argues that the particle diameter is 
independent of the other features of the inorganic porous particles as exemplified in 
Table A. However, the office action has not cited a correlation between particle size, 
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pore volume and pore diameter. This part of the rejection has been removed. The 
obviousness to use the SUNSPHERE particles in the claimed particle size range is 
shown by Cushner and Asahi Glass Company. The claimed average particle diameter is 
less than 10um. Cushner teaches a particle size of 0.02-0.05um, while Asahi Glass 
Company teaches silica particles in the range of 3um-20um. Although both references 
teach particles in the claimed range, Cushner points out that by decreasing the particle 
size, the features such as tensile strength, abrasion and tear resistance, hardness and 
toughness, are enhanced (col. 5, lines 8-29). This obviousness statement does not 
mention any relationship to the other inorganic porous particle characteristics as 
claimed, only enhancements to composition features by using smaller inorganic 
particles. 

n. Applicant argues that the AGC reference is an online catalog that was printed on 
January 4, 2008 wherein the website has a copyright date of 1996 to 2007. Further, that 
the present invention has a 2002 priority date and that examiner has not shown that the 
SUNSPHERE particles were available since 1996. 

Applicant is directed to the disclosure from the website www.wayback.com 
wherein the Asahi Glass website shows the SUNSPHERE inorganic porous particles, 
with the claimed features as early as 1999. Therefore, Asahi Glass was in possession of 
the SUNSPHERE material prior to applicants' priority date. 

12. Applicant argues that absent hindsight, there would be no reason to look to the 
Asahi Glass website for the SUNSPHERE particles. 
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Examiner disagrees. Applicant has not claimed any specific type of inorganic 
porous particles. Further, Cushner teaches inorganic porous particles, specifically silica 
particles, as reinforcing agents in column 5 of the reference. Cushner points to specific 
features of the inorganic porous particles, such as particle size. Therefore, one of 
ordinary skill would be directed to the SUNSPHERE particles because the 
SUNSPHERE particles are conventional in coating printing paper. Further, applicant 
specifically points to SUNSPHERE, SYLOSPHERE and other inorganic silica particles 
for the laser engravable composition. Cushner teaches silica particles in a finite list of 
inorganic porous particles as resin fillers while Asahi Glass teaches inorganic silica 
particles as resin fillers. Therefore, the references are not combined based on hindsight, 
but by appropriate similarities in the structure of the composition. 
13. Applicant argues that SUNSHPERE particles are characterized on the Asahi 
Glass website as "smooth to touch" and "beautiful" and that these are not properties that 
one would look for when making a printing element. Further, that the website discloses 
the particles are used in cosmetics, a catalyst support film, a matting agent for paint and 
coated printing papers. 

Although the SUNSPHERE website points to these features, this is irrelevant as 
to where the particles can be used. 

Applicant is also directed to the SYLOSPHERE website, which cites the same 
properties for SYLOSPHERE particles. The SYLOSPHERE particles are specifically 
used in the instant specification. The website for Fuji Silysia Chemical specifically states 
that spherical properties of SYLOSPHERE give a "smooth touch" and have utilization in 
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blocking prevention in plastics, paper/ink receptiveness, matting agents in paints and 
cosmetics/perfume as evidenced by Fuji-Silysia Chemical. The SYLOSPHERE particles 
have the same applications as SUNSPHERE particles and applicant used the 
SYLOSPHERE particles in the instant invention. Therefore, it is obvious that although 
the SUNSPHERE and SYLOSPHERE particles have features associated with 
cosmetics, the particles also have applications in coating printed materials. Laser 
engravable printing plates are printed materials. 

14. Applicant argues that taken as a whole, the uses of the particles in the Asahi 
Glass reference are different from a printing element. 

Asahi Glass teaches the SUNSPHERE silica particles are used in coated printing 
papers. Cushner teaches a laser engravable printing element. Cushner also teaches 
silica particles as a reinforcing agent in combination with an elastomeric resin. 
Therefore, one of ordinary skill would be directed to use the silica particles of Asahi 
Glass in the printing element of Cushner. 

15. Applicant argues that Cushner teaches away from the SUNSPHERE particles 
because Cushner teaches that not all combinations of resins and reinforcing agents are 
effective for producing a laser engravable printing element. 

Cushner teaches silica particles are used in a printing composition as a 
reinforcing agent. Therefore, one of ordinary skill would be directed to the SUNSPHERE 
particles because Asahi Glass teaches the SUNSPHERE particles as a resin filler in 
coated printing elements. A resin filler fuctions as a reinforcing agent because the resin 
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filler reinforces the resin for mechanical strength. Cushner teaches the same (col. 5, 
lines 18-29). 

16. Applicant argues that silica is described as a reinforcing agent and that carbon 
black is the only reinforcing agent used in the examples. 

Although not exemplified in the examples, Cushner teaches silica particles as a 
reinforcing agent in combination with an elastomeric resin in a laser engravable printing 
element. Therefore, Cushner meets the limitations of the claimed invention. 

17. Applicant argues there is no motivation to combine the silica particles of AGC 
website with a resin which is not described in Cushner, specifically the resin in Hiller or 
Mori. 

The rejection over Hiller and Mori has been withdrawn. Therefore, the argument 
is moot. 

18. Applicant argues that porous particles are not suitable as reinforcing agents 
because porous particles are weaker than non-porous particles. 

Examiner does not agree. Cushner teaches silica particles are suitable as a 
resinforcing agent in combination with an elastomeric resin. Cushner also teaches the 
resin may comprise styrene-butadiene as claimed. Therefore, porous particles are 
suitable reinforcing agents for an elastomeric resin. 

19. Applicant argues that a skilled person would have been directed to non-porous 
silica particles instead of SUNSPHERE porous silica particles as a reinforcing agent for 
mechanically reinforcing the printing element of Cushner. 
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SUNSPHERE silica particles are suitable as a resin filler for elastomeric resins in 
printing elements as disclosed in Asahi Glass. Resin fillers provide reinforcement to the 
resin composition. Therefore, the SUNSPHERE particles are capable of providing 
mechanical reinforcement to the elastomeric composition. 

20. Applicant argues that Cushner is not combinable with Mori because Mori teaches 
a photolithographic printing plate while Cushner teaches a laser engravable printing 
plate. 

New claim 15 further limits the resin and organic compound, therefore the 
rejection over Mori has been withdrawn. 

21. Applicant argues that Cushner does not teach a multilayered composition as in 
claim 10. 

Applicant is directed to column 2, lines 54-59 wherein Cushner teaches that the 
elastomeric layer is formed by building up multiple layers of the same composition. 
Therefore, Cushner does teach a multilayered composition as claimed. The outermost 
layer of the multilayered structure is representative of the printing element layer. 
Conclusion 

22. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 



Application/Control Number: 1 0/51 4,41 1 Page 1 3 

Art Unit: 1795 

shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Connie P. Johnson whose telephone number is 571- 
272-7758. The examiner can normally be reached on 7:30am-4:00pm Monday thru 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia Kelly can be reached on 571-272-1526. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Connie P. Johnson 

Examiner 

Art Unit 1795 
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